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Application/Control Number: 1 0/007, 1 78 Page 2 

Art Unit: 1711 

1. Applicant's amendment, filed March 11, 2004, fails to comply with the provisions of 37 
CFR 1.121, because "Deleted" is an improper status identifier. Canceled claims must be 
identified using the status identifier, "Canceled". 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

3. Claims 1, 2, 4-9, 11-13, 15-20, and 22-42 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1-32 of 
copending Application No. 10/338,796. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because each claim set is drawn to a polyurethane or 
polyurethane yielding composition comprising glass cullet having equivalent properties. 



Application/Control Number: 1 0/007, 178 Page 3 

Art Unit: 1711 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

4. In response to applicant's argument, it is noted that not all of applicant's claims require 
the presence of a catalyst; see claims 22-25, for example. Furthermore, despite applicant's 
response, the instant specification clearly specifies that the glass cullet has catalytic properties; 
see page 1 1 , lines 9-11. Lastly, given the inherent catalytic properties of the claimed glass cullet, 
the claiming of the presence or absence of catalyst, per se, is not considered to be a 
distinguishing characteristic of the claims. 

5. Claims 1 1, 23-25, 28, 29, 35, and 37-39 are rejected under 35 U.S.C. 1 12, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Support has not been found for claiming that the glass 
cullet is used "in such quantity". 

6. Claims 1 1 , 23-25, 28, 29, 35, and 37-39 are rejected under 35 U.S.C. 1 12, first paragraph, 
as failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention. 
Applicant has failed to specify what quantities are encompassed by the language, "in such 
quantity". In the absence of such guidance, it cannot be determined what quantities of glass 
cullet must be used in order to realize the objectives (modification of viscosity or reactivity) of 
the claimed subject matter. 
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7. Claims 23, 24, 37, and 38 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Support has not been found for the amendments pertaining to the claimed 
conditions. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 




R. Sergent 
May 31, 2004 
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